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DETAILED ACTION 

1. Claims 1-14, 37-40, 55 and 81-94 are presented for examination. 

2. Claims 55 and 8 1 -94 have been withdrawn from consideration. 

3. Claims 1-14 and 37-40 are pending in this Office Action. 



Specification 

4. The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 



5. The lengthy specification has not been checked to the extent necessary to determine the 
presence of all possible minor errors. AppUcant's cooperation is requested in correcting any 
errors of which applicant may become aware in the specification. 



Claim Objections 

6. Claims 37-40 are objected to under 37 CFR 1.75(c), as being of improper dependent form 
for failing to further limit the subject matter of a previous claim. Applicant is required to 
cancel the claim(s), or amend the claim(s) to place the claim(s) in proper dependent form, or 
rewrite the claim(s) in independent form. Claims 37-40 recite the same claim limitations 
found in claims 1-4 from which they depend upon. 
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Claim Rejections - 35 USC § 112 

7. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

8. Claims 1-14 and 37-40 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. It is unclear how "after a predetermined time duration for 
causing said user to terminate said telephone call," a user could then register a change of 
email address if the user is no longer connected to the system. Appropriate correction is 
required. 

9. Claims 37-40 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. These claims depend upon method claims while claims 37-40 recite 
"a computer-processable medium carrying a program for causing a computer to execute." 
The claim does not allow one to ascertain which statutory category the dependent claims are 
a part of It is thought that Applicant meant to define claims 37-40 as independent claims. 
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Claim Rejections - 35 USC § 102 

10. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 2 1(2) of such treaty in the English language. 

11. Claims 1-4, 6-9, 11-14 and 37-40 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Kato (U.S. 6,961,409). 

12. With respect to claim 1, Kato teaches an information distribution method comprising the 
steps of: 

Generating a database for corresponding telephone numbers and e-mail addresses to each 
other, in advance (Kato, Fig. 3; col 5, line 30 - col. 6, line 15); on receiving a telephone call 
from a user, searching the database on the basis of the telephone number of the caller of the 
telephone call, and thereby determining whether the telephone number of the caller is 
registered or unregistered (Kato, col. 3, lines 41-49); when the telephone number of the caller 
is determined as unregistered, carrying out initial registration guidance for causing the user to 
notify an e-mail address (Kato, col. 7, lines 37-44); when the telephone number of the caller 
is determined as registered, after a predetermined time duration for causing the user to 
terminate the telephone call (Kato, col. 3, lines 41-55), carrying out registration change 
guidance for causing the user to notify a new e-mail address for registration change (Kato, 
col. 7, lines 37-44); and when the user has terminated the telephone call before the elapse of 
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the predetermined time duration, searching the data base on the basis of the telephone 
number of the caller, and thereby transmitting e-mail information to the obtained e-mail 
address (Kato, col. 4, line 54 - col. 5, line 4). 

13. With respect to claim 2, Kato teaches an information distribution method comprising the 
steps of 

Generating a database for corresponding telephone numbers and e-mail addresses to each 
other, in advance (Kato, Fig. 3; col. 5, line 30 - col. 6, line 15); on receiving a telephone call 
from a user, searching the database on the basis of the telephone number of the caller of the 
telephone call, and thereby determining whether the telephone number of the caller is 
registered or unregistered (Kato, col. 3, lines 41-49); when the telephone number of the caller 
is determined as unregistered, carrying out initial registration guidance for causing the user to 
notify an e-mail address (Kato, col. 7, lines 37-44); when the telephone number of the caller 
is determined as registered, after a predetermined time duration for causing the user to 
terminate the telephone call (Kato, col. 3, lines 41-55), carrying out registration change 
guidance for causing the user to notify a new e-mail address for registration change (Kato, 
col. 7, lines 37-44); and when the telephone number of the caller is determined as registered, 
regardless of whether the registration change guidance has not yet begun, has already begun, 
or has already completed, when the user has terminated the telephone call, searching the 
database on the basis of the telephone number of the caller, and thereby transmitting e-mail 
information to the obtained e-mail address (Kato, col. 4, line 54 - col. 5, line 4). 
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14. With respect to claim 3, Kato teaches an information distribution method comprising the 
steps of: 

Generating a database for corresponding telephone numbers and e-mail addresses to each 
other, in advance (Kato, Fig. 3; col. 5, line 30 - col. 6, line 15); on receiving a telephone call 
from a user, searching the database on the basis of the telephone number of the caller of the 
telephone call, and thereby determining whether the telephone number of the caller is 
registered or unregistered (Kato, col. 3, lines 41-49); when the telephone number of the caller 
is determined as unregistered, carrying out initial registration guidance for causing the user to 
notify an e-mail address (Kato, col. 7, lines 37-44); when the telephone number of the caller 
is determined as registered, after a predetermined time duration for causing the user to 
terminate the telephone call (Kato, col. 3, lines 41-55), carrying out registration change 
guidance for causing the user to notify a new e-mail address for registration change (Kato, 
col, 7, lines 37-44); and when the telephone number of the caller is determined as registered, 
and when the registration change guidance is guidance for causing the user to notify a new e- 
mail address for registration change during the voice communication of the telephone call, if 
the new e-mail address for registration change is not yet notified at the time when the user 
has terminated the telephone call, searching the data base on the basis of the telephone 
number of the caller and thereby transmitting e-mail information to the obtained e-mail 
address (Kato, col. 3, lines 53-62), in contrast, if the new e-mail address for registration 
change is already notified at the time when the user has terminated the telephone call, not 
transmitting the e-mail information to the e-mail address older than the notified e-mail 
address (Kato, col. 7, lines 37-44). 
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15. With respect to claim 4, Kato teaches an information distribution method comprising the 
steps of: 

Generating a database for corresponding telephone numbers and e-mail addresses to each 
other, in advance (Kato, Fig. 3; col. 5, line 30 - col. 6, line 15); on receiving a telephone call 
from a user, searching the database on the basis of the telephone number of the caller of the 
telephone call, and thereby determining whether the telephone number of the caller is 
registered or unregistered (Kato, col. 3, lines 41-49); when the telephone number of the caller 
is determined as unregistered, carrying out initial registration guidance for causing the user to 
notify an e-mail address (Kato, col. 7, lines 37-44); when the telephone number of the caller 
is determined as registered, without any predetermined time duration for causing the user to 
terminate the telephone call (Kato, col. 3, Hnes 41-55), carrying out registration change 
guidance for causing the user to notify a new e-mail address for registration change (Kato, 
col 7, lines 37-44); when the telephone number of the caller is determined as registered, and 
when the user has terminated the telephone call, searching the database on the basis of the 
telephone number of the caller, and thereby transmitting e-mail information to the obtained e- 
mail address (Kato, col. 4, line 54 - col. 5, line 4); and when the telephone number of the 
caller is determined as registered, and when the registration change guidance is guidance for 
causing the user to notify a new e-mail address for registration change during the voice 
communication of the telephone call (Kato, col. 3, lines 53-62), if the new e-mail address for 
registration change is already notified at the time when the user has terminated the telephone 
call, not transmitting the e-mail information to the e-mail address older than the notified e- 
mail address (Kato, col. 7, Unes 37-44). 
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16. Claims 6-9, 1 1-14, and 37-40 do not teach or define any new limitations above claims 1-4 
and therefore are rejected for similar reasons. 



Claim Rejections - 35 USC §103 

17. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

18. Claims 5 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over Kato and 
further in view of Dosani et al. (U.S. 6,529,591). 

Kato teaches the invention substantially as claimed including a caller's telephone number 
and an electronic mail address is associated with a caller's telephone number are registered 
with a telephone directory. If an incoming call is made to telecommunication terminal 
equipment and a response cannot be made, then an electronic mail is automatically 
transmitted to the electronic mail address (see Abstract). 

19. With respect to claim 5, Kato teaches the invention described in claim 1, including an 
information distribution method where: 

E-mail information is transmitted depending on the telephone numbers of the telephone 
destinations (Kato, col. 4, line 54 - col. 5, line 4). 
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Kato does not explicitly teach storing an association between the telephone number of the 
caller of the telephone call and the telephone number of the telephone destination in a 
database. 

However, Dosani teaches when there are a plurality of telephone destinations and, at each 
time when any one of the telephone destinations receives a telephone call from the user, the 
telephone number of the caller of the telephone call and the telephone number of the 
telephone destination having received the telephone call are stored in a form corresponded to 
each other in a second database for a predetermined time duration (Dosani, col. 3, line 64 - 
col. 4 line 8); and when the telephone number of the caller is determined as unregistered, and 
when the e-mail address has been already notified according to the predetermined method on 
the basis of the guidance, the telephone number of the telephone destination corresponding to 
the telephone number corresponding to the notified e-mail address is identified by searching 
the second database (Dosani, col. 7, lines 1-17), whereby e-mail information depending on 
the telephone number of the telephone destination is transmitted to the notified e-mail 
address (Dosani, col, 8, lines 35-45). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify Kato in view of Dosani in order to enable storing an association between 
the telephone number of the caller of the telephone call and the telephone number of the 
telephone destination in a database. One would be motivated to do so in order to avoid long- 
distance and/or airtime charges that would occur if the called independent system had to 
answer a call made from a client to obtain its identification information. 
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20. Claim 10 does not teach or define any new limitations above claim 5 and therefore is 
rejected for similar reasons. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Alicia Baturay whose telephone number is (571) 272-3981. The examiner 
can normally be reached at 7:30am - 5pm, Monday - Thursday, and every other Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Saleh 
Najjar can be reached on (571) 272-4006. The fax number for the organization where this 
application or proceeding is assigned is (571) 273-8300. 

Information regarding the status of an appUcation may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be 
obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Alicia Baturay /) i 



November 23, 2005 
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